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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1, 2, 5, 6, 9, 12 and 17, as presently understood, are rejected under 35 
U.S.C. 103(a) as being unpatentable over Matsuzaki et al. (JP 2001-270281). 

Regarding claims 1 , 2 and 9, the Matsuzaki et al. reference discloses a 
writing implement having various components. The implement has its center of 
gravity set to the almost intermediate part of the total length of the implement. 
Even thought the Matsuzaki et al. reference does not specifically disclose that 
the center of gravity is at a position between 20 mm from the tip and a position to 
the middle of the overall length, and the weight between those positions is not 
less than 50% of the total weight as claimed, it, however, would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 
have modified the Matsuzaki et al. implement by employing a center of gravity 
located at such positions so that the weight is not less than 50% since 
discovering an optimum value for a center of gravity involves only trial and error, 
especially since the Matsuzaki et al. reference also discloses that its center of 
gravity is substantially in the middle of the implement with the weight obviously 
not less than 50% of the total weight in order to provide a configuration that is 
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easy to operate with a finger and to rotate. Furthermore, even thought the 
Matsuzaki et al. reference does not specifically disclose that the rotational inertia 
between 4300 and 2500 gf.mm 2 with the inertial about the center of gravity is 
20000 gf.mm 2 or less as claimed, it, however, would have been obvious to one of 
ordinary skill in the art at the time the invention was made to employ such values 
for the rotational inertia since discovering an optimum range of values for the 
rotational inertia involves only trial and error. 

Regarding claims 5,6,12 and 1 7, the part of the implement is formed of a 
metal having a resin having a low specific gravity between those positions. 
Response to Amendment 

3. Applicant's amendment, filed on 05/12/2008, to the pending claims is insufficient 
to distinguish the claimed invention from the cited prior art or overcome the rejections as 
discussed above. 

Response to Arguments 

4. Applicant's arguments filed on 05/12/2008 with respect to the pending claims 
have been fully considered. However, they are deemed not persuasive. 

5. Applicant asserts that Matsuzaki et al. does not teach a rotation of inertia and by 
reducing the rotation of inertia. ..increases the ability of the writing implement to be 
smoothly operated in minute, reciprocating, turning motion as disclosed in the instant 
specification. See remark section, page 6, 4th paragraph. The examiner disagrees. 

Firstly, it is noted that the features upon which applicant relies are not recited in 
the rejected claim(s). Although the claims are interpreted in light of the specification, 
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limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

And lastly, as stated in the above rejection, even thought the Matsuzaki et al. 
reference does not specifically disclose that the rotational inertia between 4300 and 
2500 gf.mm 2 as claimed, it, however, would have been obvious to one of ordinary skill 
in the art at the time the invention was made to employ such values for the rotational 
inertia since discovering an optimum range of values for the rotational inertia involves 
only trial and error. In other words, the choice of such values for the rotational inertia, 
i.e. choosing from a finite number of predictable solutions, is not of innovation but of 
ordinary skill and common sense. KSR, 550 U.S. (2007). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Khoa D. Huynh whose telephone number is (571 ) 272- 
4888. The examiner can normally be reached on M-F (7:00-3:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory Huson can be reached on (571) 272-4887. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Khoa D. Huynh/ 

Primary Examiner, Art Unit 3751 



